
 

1 
 

  
 

 
TEST YOUR IP KNOWLEDGE 

 

1. Five years ago, I acted on an Asset purchase. Several trade-marks were transferred, but the vendor retained 
one mark for his remaining operation. We attempted to register the change in ownership, but The Trade-Marks 
Office refused saying the transferred marks are “associated”. Isn’t the TM Office required to honour transfers of 
TMs? 
 
NO. “Associated” trade-marks must be owned by the same owner. Usually, “associated marks” are confusingly 
similar and would otherwise not be registrable. It is permissible to register confusingly similar trade-marks if 
they are owned by the same party.  
 
2. My client has owned and operated a restaurant for twenty years. He received a letter from a trade-mark 
owner demanding that he change the name of his restaurant. The trade-mark registration is only 5 years old. 
Doesn’t my client have recourse based on his longstanding use? 
 
NO. The limitation period for attacking a trade-mark registration based on prior use is three years.  
 
3. My client is in the midst of franchising his clothing store operation. He’s been in business for four years as 
“Tags & Togs”. This week he got a call from somebody in Muskoka who has apparently been using the same 
name. There is no corporate name registration, no business name registration and certainly no trade-mark. Is 
this a problem? 
 
YES. If this franchisor attempts to register a trade-mark now, the person with prior use may oppose the 
application taking 2-3 years or more to reach a conclusion. Few businesses can tolerate that kind of uncertainty. 
Anyone considering a franchise operation ought seek a trade-mark registration before offering franchises. 
 
4. My client owns a bar and has a licence from Big Boxing Productions (USA) Inc. to show live boxing matches. 
A competitor down the street started showing the matches, too, but doesn’t have a licence. Apparently Big 
Boxing doesn’t care. The licensee rights are non-exclusive for Ontario. Can he sue the bar?  
 
NO, not successfully. Only exclusive licensees have a right to sue. Your client will need to join Big Boxing to the 
lawsuit to enforce the rights, if they will do so.  
 
5. A colleague told me that copyright royalties are payable for music on hold – is that true? 
 
YES.  SOCAN (Society of Composers, Authors and Music Publishers of Canada) collects royalties for music on 
hold and a wide variety of other uses. 
 
6. My client is an artist. Someone has copied one of his drawings and printed it on t-shirts. He has no copyright 
registration. Is he able to sue successfully? 
 
YES. It is not necessary to register copyright in order to enforce it. However, there are advantages to 
registration that make enforcement easier. 
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7. My client is in the furniture making business. He has come up with a unique design for an armchair and 
wants to protect it. Is this covered by a patent registration in Canada?  
 
NO.  In Canada, this is an industrial design registration, a unique breed of IP that is a hybrid of copyright and 
patent protection.  The equivalent protection in the United States is called a ‘design patent’. 

 



<<
  /ASCII85EncodePages false
  /AllowTransparency false
  /AutoPositionEPSFiles true
  /AutoRotatePages /None
  /Binding /Left
  /CalGrayProfile (Dot Gain 20%)
  /CalRGBProfile (sRGB IEC61966-2.1)
  /CalCMYKProfile (U.S. Web Coated \050SWOP\051 v2)
  /sRGBProfile (sRGB IEC61966-2.1)
  /CannotEmbedFontPolicy /Error
  /CompatibilityLevel 1.3
  /CompressObjects /Off
  /CompressPages true
  /ConvertImagesToIndexed true
  /PassThroughJPEGImages true
  /CreateJDFFile false
  /CreateJobTicket false
  /DefaultRenderingIntent /Default
  /DetectBlends false
  /ColorConversionStrategy /LeaveColorUnchanged
  /DoThumbnails false
  /EmbedAllFonts true
  /EmbedJobOptions true
  /DSCReportingLevel 0
  /EmitDSCWarnings false
  /EndPage -1
  /ImageMemory 524288
  /LockDistillerParams true
  /MaxSubsetPct 100
  /Optimize false
  /OPM 0
  /ParseDSCComments false
  /ParseDSCCommentsForDocInfo true
  /PreserveCopyPage false
  /PreserveEPSInfo true
  /PreserveHalftoneInfo false
  /PreserveOPIComments true
  /PreserveOverprintSettings true
  /StartPage 1
  /SubsetFonts true
  /TransferFunctionInfo /Remove
  /UCRandBGInfo /Preserve
  /UsePrologue false
  /ColorSettingsFile ()
  /AlwaysEmbed [ true
  ]
  /NeverEmbed [ true
  ]
  /AntiAliasColorImages false
  /DownsampleColorImages true
  /ColorImageDownsampleType /Bicubic
  /ColorImageResolution 300
  /ColorImageDepth -1
  /ColorImageDownsampleThreshold 1.50000
  /EncodeColorImages true
  /ColorImageFilter /DCTEncode
  /AutoFilterColorImages false
  /ColorImageAutoFilterStrategy /JPEG
  /ColorACSImageDict <<
    /QFactor 0.76
    /HSamples [2 1 1 2] /VSamples [2 1 1 2]
  >>
  /ColorImageDict <<
    /QFactor 0.15
    /HSamples [1 1 1 1] /VSamples [1 1 1 1]
  >>
  /JPEG2000ColorACSImageDict <<
    /TileWidth 256
    /TileHeight 256
    /Quality 15
  >>
  /JPEG2000ColorImageDict <<
    /TileWidth 256
    /TileHeight 256
    /Quality 15
  >>
  /AntiAliasGrayImages false
  /DownsampleGrayImages true
  /GrayImageDownsampleType /Bicubic
  /GrayImageResolution 300
  /GrayImageDepth -1
  /GrayImageDownsampleThreshold 1.50000
  /EncodeGrayImages true
  /GrayImageFilter /DCTEncode
  /AutoFilterGrayImages false
  /GrayImageAutoFilterStrategy /JPEG
  /GrayACSImageDict <<
    /QFactor 0.76
    /HSamples [2 1 1 2] /VSamples [2 1 1 2]
  >>
  /GrayImageDict <<
    /QFactor 0.15
    /HSamples [1 1 1 1] /VSamples [1 1 1 1]
  >>
  /JPEG2000GrayACSImageDict <<
    /TileWidth 256
    /TileHeight 256
    /Quality 15
  >>
  /JPEG2000GrayImageDict <<
    /TileWidth 256
    /TileHeight 256
    /Quality 15
  >>
  /AntiAliasMonoImages true
  /DownsampleMonoImages true
  /MonoImageDownsampleType /Bicubic
  /MonoImageResolution 300
  /MonoImageDepth 4
  /MonoImageDownsampleThreshold 1.50000
  /EncodeMonoImages true
  /MonoImageFilter /CCITTFaxEncode
  /MonoImageDict <<
    /K -1
  >>
  /AllowPSXObjects true
  /PDFX1aCheck false
  /PDFX3Check false
  /PDFXCompliantPDFOnly false
  /PDFXNoTrimBoxError true
  /PDFXTrimBoxToMediaBoxOffset [
    0.00000
    0.00000
    0.00000
    0.00000
  ]
  /PDFXSetBleedBoxToMediaBox true
  /PDFXBleedBoxToTrimBoxOffset [
    0.00000
    0.00000
    0.00000
    0.00000
  ]
  /PDFXOutputIntentProfile (None)
  /PDFXOutputCondition ()
  /PDFXRegistryName ()
  /PDFXTrapped /False

  /DetectCurves 0.100000
  /EmbedOpenType false
  /ParseICCProfilesInComments true
  /PreserveDICMYKValues true
  /PreserveFlatness true
  /CropColorImages true
  /ColorImageMinResolution 150
  /ColorImageMinResolutionPolicy /OK
  /ColorImageMinDownsampleDepth 1
  /CropGrayImages true
  /GrayImageMinResolution 150
  /GrayImageMinResolutionPolicy /OK
  /GrayImageMinDownsampleDepth 2
  /CropMonoImages true
  /MonoImageMinResolution 1200
  /MonoImageMinResolutionPolicy /OK
  /CheckCompliance [
    /None
  ]
  /PDFXOutputConditionIdentifier ()
  /Description <<
    /ENU <FEFF00530065007400740069006e0067002000660072006f006d00200065002d007000720069006e0074>
  >>
>> setdistillerparams
<<
  /HWResolution [2400 2400]
  /PageSize [612.000 792.000]
>> setpagedevice


